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RESPONSE TO FINAL OFFICE ACTION 

and 

REOUEST FOR CONTINUING EXAMINATION 

To the Honorable Commissioner for Patents 

Mail Stop - REC - Fee RPr^ Crr r-— 

P.O. Box 1450 

Alexander, Virginia 223 13-1450 n o o 

" ^ 20Q4 

Dear Sir: GROUP 3600 

This is Applicants' second response to the subject application in reply to the Office Action 
mailed on 27 January 2004. A shortened statutory response period of three months was set by the 
Examiner making the response due on or before 27 April 2004. A petition accompanied by the 
correct fee for one month extension for a response by May 27, 2004 is enclosed. 

The required fee ($385 - small entity) for requesting a Continued Examination is enclosed 
and this request is believed to be properly set out as a response to a first office action. The 
required cover sheet accompanies this request as does a Certificate of Express Mailing dated 25 
May 2004. 
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Summary of Important Points in the First Office Action 

Restriction made Final 

The Examiner acknowledged Applicant's election with traverse of Species I (claims 1-3, 4- 
9, 18-35, and 38-53. The Examiner did not find the traversal persuasive because the claimed 
methods and apparatus used to achieve the overall effect (move the drill bit in the desired 
direction) defined different inventions. Therefore, the restriction requirement was deemed proper 
and was made FINAL. 

Drawings 

The Examiner objected to drawings and in particular to Figures 1, 3, 5A and 5B, 6, 9, 10, 
11 and 14. (It should be noted that all of the figures were submitted as informal drawings and 
technically none of the figures met the standards of the Office.) 

In all cases the Examiner required a proposed drawing correction or corrected drawings in 
reply to the Office action to avoid abandonment of the application and stated that his objections to 
the drawings would not be held in abeyance. 

Specijication 

The Examiner objected to the disclosure because of inconsistent terminology. The 
Examiner gave an example stating that, "throughout the specification the Applicant refers to 
cams, sleeves, eccentric sleeves, non-concentric sleeves, concentric sleeves, sleeves with an offset, 
sleeves without an oflFset, housings, eccentric housings, etc." The Examiner was unclear as to 
which of those terms were synonyms and to which of those terms designated a unique stnjcture. 
The Examiner required that Applicant thoroughly edit the specification and ensure that the 
terminology is clearly and precisely defined and consistent. 

Allowable Subject Matter 

The Examiner stated that claim 21 would be allowable if rewritten to overcome the 
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rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office action, and if it 
included all of the limitations of the base claim and any intervening claims. 

Prior Art made of Record 

The Examiner stated that prior art made of record and not relied upon is considered 
pertinent to applicant's disclosure. The prior art included U.S. Patent 4,697,650 to Fontenot, 
U.S. Patent 5,358,059 to Ho and U.S. Patent 3,626,482 to Quichaud. 

Draftsperson 's Revie\\> 

Finally, there was the Draftsperson's Review was based on the informal revised drawings 
submitted with the original application. The Draftsperson essentially (and properly) rejected the 
drawings because of erasures/alterations, improper character of lines, and improper numbering 
and shading. 
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SUMMARY OF THE SECOND OFFICE ACTION 

Specification 

The Examiner accepted the corrections of the first amendment but objected to some 
continuing errors, namely: 

On page 23 of the Amendments to the Specification line 5, the phrase "taken at 8A-8A in 
Figure 8" should be changed to - - taken at 9-9 in Figure 8 - 

On page 14, line 4 of the original Specification the phrase "mandrel 4" should be changed 
to - - mandrel 11--. 

The Examiner also had some objection to the language in claims 27, 28 and 30; however, 
the Examiner also continued to reject these claims under 35 U.S.C. § 102 (b) as previously 
disclosed by McLoughlin et al. 

The Examiner required appropriate correction. 

Drawings 

The Examiner accepted the drawing revisions and additions but objected to revised Figure 
9 because the original specification stated, "The thrust bearing, between the two elements, see 
location 28, on Figure 9 " The Examiner noted that Figure 9 has no element 28. 

The Examiner objected to revised Figures 2 and 3 stating that the element labeled "1 1 A" 
should be changed to - - 1 IB - -. 

Finally the Examiner objected to the revised drawings in general because the drawings 
must show every feature of the invention specified in the claims. In particular the Examiner noted 
that the directional controller utilizing a single sleeve must be shown or those features must be 
cancelled from the claims. 

Claims 

The Examiner considered the arguments of the response to the first office action filed on 
September 2, 2003; however, the Examiner continued to reject claims 1, 3, 4, 9, 17- 20, 22-32, 
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34, 47, and 50-53 under 35 U.S.C. § 102(b) as being anticipated by McLoughlin et el. (US 
5,979,570) 

Allowable Subject Matter 

The Examiner allowed that claims 5-8, 21 and 48-49 were objected to as being dependant 
upon a rejected base claim but would be allowable if rewritten in independent form including all of 
the limitations of the base claim and any intervening claims. 

Action Made Final 

The Examiner made the second office action final. 
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